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| NTRODUCTI ON

Senior party Wnter has filed a request for adverse
j udgnment (Paper No. 51). Junior party Lerner and Sorge have
noved for no interference-in-fact between their involved
applications (Paper No. 54). The notion is unopposed. The
request is granted. The notion is granted for the reasons
di scussed bel ow.

DI SCUSSI ON

In order for an interference-in-fact to exist, the
inventions clainmed by the two different applicants nust be
directed to the same patentable invention. 37 CFR 8§ 1.601(j).

Two clained inventions are the sanme patentable invention if
one woul d have been antici pated by, or obvious in view of the
other, and vice versa. 37 CFR 8 1.601(n). In the instant
case, the clains of the 07/941,761 (' 761) application contain
limtations that woul d not have been antici pated by, or
obvious in view of, the clainms of the 07/941,762 (' 762)
application, and vice versa.

In the ' 761 application, generic clains 17 and 31 are
directed to nethods for the production of a popul ation of
coexpression vectors conprising first and second
pol ynucl eoti de sequences. As part of the nethods, |ibraries

of two types of cloning vectors are synthesized where each
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type of vector contains a pol ynucl eoti de sequence having a
restriction endonucl ease recognition site upstreamto the
translation initiation site. Restriction endonuclease is
added to cl eave the polynucl eotides at the recognition site
and to | eave ligation conpatible ends. Thereafter the
pol ynucl eotides fromthe two different types of vectors are
ligated to formthe coexpression vectors. 1In the '762
application, the coexpression vectors are synthesized by a
simlar nmethod, but the '762 process includes only a generic
step of joining the two different types of pol ynucl eotide
sequences. There is nothing in the record to indicate that
one skilled in the art would have been notivated to select the
specific method of joining the two different polynucl eotides
as clainmed by the '761 application in view of the '762 clains.
Therefore the '761 clains are not anticipated or obvious in
view of the '762 clains.

In the ' 762 application, generic clains 32, 45, 59, 71
80, and 90 are directed to the production of polynucl eotides
and vectors containing such pol ynucl eoti des where the
pol ynucl eoti des and vectors are capabl e of expressing the
vari abl e regions of the light (V) and heavy (V. chains of
anti body nol ecules. Ceneric clains 17 and 31 of the '761

application are directed to the production of vectors



Interference No. 104,272 Paper No. 56
Lerner v. Lerner v. Wnter Page 4

generally, not to vectors producing any particul ar proteins.
There is nothing in the record to suggest that one skilled in
the art woul d have been notivated to select the particul ar
speci es of polynucleotides as clainmed within the ' 762
application in view of the '761 clains.

Accordingly, since the '761 clainms would not have been
antici pated by, or obvious in view of, the '762 clainms, and
vice versa, no interference-in-fact exists between the clains
of the two applications.

A final decision awards judgnent based on a count.

37 CFR 8 1.658(a). A claimdesignated as corresponding to a
count is involved in the interference. 37 CFR § 1.601(f).
Conversely, a claimnot designated as corresponding is not
involved in the interference. Even if clains m ght have been
properly designated as corresponding, they are not involved
for the purposes of judgnent if they are not designated as
correspondi ng. Junior party Lerner and Sorge submtted
amendnents in its '761 application adding clains (Paper Nos.
22 and 27), but there is no notion to designate additional
clainms as corresponding to the count. See 37 CFR 8§ 1.633(c).
Consequently, the clains proposed to be added by anmendnent are

not before us for the purposes of this judgnent.
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ORDER

Upon consi deration of the record of this interference, it

ORDERED t hat judgnment on priority as to Count 1 is
awar ded agai nst senior party Wnter;

FURTHER ORDERED t hat senior party Wnter is not entitled
to a patent containing clains 49 and 53-56 of Wnter's
08/ 332,046 application, which correspond to count 1;

FURTHER ORDERED t hat, based on the record before us,
junior party Lerner and Sorge is entitled to a patent
containing clainms 17-22, 24-26, and 29-32 of their 07/941, 761

application, which correspond to count 1;

FURTHER ORDERED t hat, based on the record before us,
junior party Lerner, Sorge, R echnman, and Wnter is entitled
to a patent containing clains 32-37, 39-41, 44, 45, 47-51 ,
53-55, 58-67, 70-76, 78-86, and 89-97 of their 07/941, 762

application, which correspond to count 1;
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FURTHER ORDERED that the prelimnary statenents be

returned unopened.

Rl CHARD E. SCHAFER
Adm ni strative Patent Judge

BOARD OF

JAMVESON LEE PATENT
Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

Rl CHARD TORCZON
Adm ni strative Patent Judge
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TO Yol unda R Townes
Sonj a Despertt

FROM Ri chard Torczon
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9 Pl ease review the attachnent and, if no corrections are
necessary, please circulate as indicated.

9 | f corrections are necessary, please mark the attachnent
accordingly and return it to ne.

Thank you for your assistance in this matter.

At t achment

E: \ FY1999~6\ JULY99~D\ JD104272. WPD



